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REMARKS 

In view of the remarks set forth both in the previous responses and those set 
forth below, the Examiner is respectfully requested to withdraw the rejections and allow 
currently pending Claims 37-43 and 46-47 and 49-77. 

In the above amendments, Claims 37 and 56 have been amended. Support for 
these amendments may be found throughout the specification and claims as originally 
filed. For instance, support for the amendments to Claims 37 and 56 can be found at 
paragraphs 36 and 40. Claims 73 to 77 have been added. Support for new Claims 73 
to 77 can be found at paragraphs 40 and 39, Support for new claim 77 can be found in 
paragraph 24. 

Accordingly, no new matter has been added and entry of the above amendments 
is respectfully requested. 

Rejections under 35 U.S.C- S 102 

Claims 37-43, 46. 47. 49, 50, 52, 53, 56-58, 61-68, 70 and 71 have previously 
been rejected under 35 U.S.C. § 102(b) as allegedly being anticipated by Tal<auchi etal 
(U.S. Patent No, 5,453,333). 

According to MPEP § 2131. a claim is anticipated by a reference only if the 
reference teaches each and every element of the claim. 

An element of the rejected claims is a microvalve that comprises a phase 
reversible material stably associated with a high surface area component wherein k>oth 
the phase reversible material and the high surface area component are present in a flow 
path. 
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The Office asserts that Takauchi discloses a single layer structure that includes a 
first polymer forming a porous membrane and a second polymer that is positioned within 
the pores of the first polymer. The Office equates the assembly disclosed in Takauchi 
with the microvalve claimed by the Applicants. Specifically, the Office equates the first 
polymer membrane with the high surface area component claimed by the Applicants. 
The Applicants respectfully disagree. The Applicants contend that the first polymer 
membrane does not equate with the high surface area component of the Applicants 
claims and even if it did, it is not present within a flow path as recited in the claims. 

Solely in order to advance prosecution, the Applicants have amended the 
language of the claims to clarify that both the phase reversible material and the high 
surface area component are present in a flow path. Takauchi, on the other hand, 
discloses a first polymer membrane with pores. The Office equates the pores in the first 
polymer membrane with the flow path as claimed by the Applicants. However, because 
the flow path in Takauchi is fonned from a pore in the first polymer membrane, the first 
polymer membrane Is not present within the flow path. Because the first polymer 
membrane is not present in the flow path, Takauchi does not teach a high surface area 
component in a flow path and therefore does not teach each and every element of the 
claimed invention. 

Additionally, the Applicants contend that Takauchi does not teach a microvalve. 
It is well understood In the art that a valve is a device that regulates the flow of a 
material through the opening, closing and obstructing of a passageway. For instance, 
see Exhibit A. Accordingly, the microvalve claimed by the Applicants irrcludes a phase 
reversible material, for instance, a gel that is capable of opening and closing by 
changing its physical state and becoming more or less porous. Therefore, the micro- 
valve Is capable of opening and closing a number of times. See paragraph [0032]. 

Takauchi, on the other hand, teaches a single layer structure that is to be used in 
a battery as a separator. The single layer structure disclosed in Takauchi is not capable 
of opening and closing. Rather, the structure is only configured for closing. The 
purpose of the single layer structure is for allowing electrolytes in a battery to freely flow 
between electrodes under normal operating temF>eratures but to stop electrolytic 
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conductivity within the battery once a given high temperature has been reached. See 
column 3, lines 15-23. The purpose for closing the pores is to prevent electrolytes in the 
battery from flowing once an abnormally high temperature has been reached and 
thereby preventing fire or explosion. See column 11, lines 5-10. HerK:e, the single layer 
structure Is only configured for having the pores of the first polymer material closed by 
the second polymer material once a high temperature is reached. 

The single layer structure is not configured for having the pores of the first 
polymer material reopened once closed. The reason the pores of the single layer 
structure are not configured for being reopened once closed is because the single layer 
structure functions as a safety mechanism to prevent the explosion of a malfunctioning 
battery. If the pores were capable of being reopened the risk of the malfunctioning 
tiattery exploding would not be avoided and the very purpose for which the battery 
separator was designed would be frustrated. Accordingly, contrary to its 
characterization by the Office, the single layer structure of the battery separator is not 
configured for opening and closing and therefore the single layer structure is not a valve. 

Because Takauchi does not teach a "micro-valve" capable of opening and 
closing, it can not be used to anticipate the present invention. Applicants, therefore, 
respectfully request reconsideration and withdrawal of the 35 U.S.C. § 102(b) rejection 
of Claims 37-43, 46, 47. 49, 50. 52, 53, 56-58, 61-68, 70 and 71. 

Rejections under 35 U-S.C. S 103 

Claims 54, 55, 59 and 60 have previously been rejected under 35 U.S.C. § 
103(a) as allegedly being unpatentable over Takauchi etai (U.S. Patent No. 5,453,333) 
in view of Hooper et ai (U.S, Patent No. 5,569,364). 

In order to establish a prima facie case of obviousness, each reference alone or 
in combination must teach or suggest all of the limitations of the claimed invention. 

An element of the rejected claims is a microvalve that comprises a phase 
reversible material stably associated with a high surface area component wherein both 
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the phase reversible material and the high surface area component are present in a flow 
path. 

As reviewed above, Takauchi is deficient in at ieast for failing to teach a 
microvalve that comprises a phase reversible material stably associated with a high 
surface area component wherein both the phase reversible material and the high 
surface area component are present in a flow path. As Hooper has been cited solely for 
Its disclosure of poly(N-isopropylacryl amide) as the second polymer, Hooper fails to 
remedy the deficiencies of Takauchi. 

Accordingly, a prima facie case of obviousness has not been established 
because neither Takauchi nor Hooper teach all the elements of the rejected claims. 
Therefore, the Applicants respectfully request that the 35 U.S.C. 103(a) rejection of 
Claims 54, 55, 59 and 60 1^ withdrawn. 

New Claims 73 to 77 depend from and incorporate ail the elements set forth in 
independent base Claim 37. Accordingly, for at least the reasons set forth above new 
Claims 73 to 77 are non-anticipated and non-obvious. 
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CONCLUSION 

Applicants submit that all of the claims are in condition for allowance, which 
action is requested. If the Examiner finds that a telephone conference would expedite 
the prosecution of this application, the Examiner is invited to telephone Bret Field at 
(650) 833-7770. 

The Commissioner is hereby authorized to chaise any underpayment of fees 
associated with this communication, including any necessary fees for extensions of 
time, or credit any overpayment to Deposit Account No. 50-1078, order number 
10981377-4. 




Agilent Technologies, Inc. 
Legal Department, DL429 
Intellectual Property Administration 
P.O. Box 7599 

Loveland. Colorado 80537-0599 
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